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DETAILED ACTION 



Oath/Declaration 

The oath or declaration is defective. A new oath or declaration in compliance with 37 
CFR 1.67(a) identifying this application by application number and filing date is required. See 
MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: the inventors' signatures are missing. 

Specification 

The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 



Double Patenting 

Claim 6 is objected to under 37 CFR 1.75 as being a substantial duplicate of claim 10. 
When two claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing one claim 
to object to the other as being a substantial duplicate of the allowed claim. See MPEP 
§ 706.03(k). 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-78 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
5,809,242 issued to Shaw et al. (hereby Shaw) in view of USPN 5,796,952 issued to Davis et al. 
(hereby Davis). 

Regarding claim 1, Shaw teaches a system for distributing advertisements to a 
multiplicity of client devices each of which is configured for communications via a 
communications network, the system comprising: 

an advertisement distribution facility that communicates with a client device over the 
communications network, via a respective advertisement download communication link (figures 
1 and 6; col. 3, lines 42-50); 

wherein each of the client devices downloads advertisements from the advertisement 
distribution facility the respective advertisement download communication link (figures 1 and 6, 
col. 7, lines 36-51 ); and 

wherein each of the client devices communicates with a data communications service 
provider over the communications network via a respective data communications link that is 
separate from the respective advertisement download communication link (figure 6, col. 1, lines 
51-67). 

However, Shaw does not explicitly teach the advertisements being communicated with 
multiplicity of client devices. Davis teaches distributing advertisements to a multiplicity of 
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client devices (figure 1, col. 3, lines 14-32). At the time the invention was made, one of ordinary 
skill in the art would have been motivated to distribute advertisements to a multiplicity of client 
devices in order to increase the chance of the ad being exposed to users, therefore maximizing 
the chances that the user will purchase advertiser's products. 

Regarding claim 2, Shaw teaches the system as set forth in Claim 1, wherein the 
communications network comprises the internet (col. 1, lines 51-67). 

Regarding claim 3, Shaw teaches the system as set forth in Claim 1, wherein each of the 
client devices is equipped with software that effects communications with both the advertisement 
distribution facility and the data communications service provider (col. 10, lines 42-64). 

Regarding claim 4, Shaw teaches the system as set forth in Claim 3, wherein the software 
is subsidized by revenues attributable to the downloaded advertisements (col. 7, lines 3-15). 

Regarding claim 5, Shaw teaches the system as set forth in Claim 1, wherein the data 
communications service provider comprises an e-mail service provider (abstract). 

Regarding claim 6, Shaw teaches the system as set forth in Claim 1, wherein the data 
communications service provider comprises an internet service provider (col. 1, lines 51-67). 
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Regarding claim 7, Shaw teaches the system as set forth in Claim 3, wherein the software 
is e-mail software (abstract). 

Regarding claim 8, this is similar to claim 4, therefore is rejected under the same 
rationale. 

Regarding claim 9, Shaw teaches the system as set forth in Claim 3, wherein the data 
communications service provider comprises an e-mail service provider (abstract). 

Regarding claim 10, Shaw teaches the system as set forth in Claim 1, wherein the data 
communications service provider comprises an internet service provider (col. 1, lines 51-67). 

Regarding claim 1 1, Shaw teaches the system as set forth in Claim 7, wherein the data 
communications service provider comprises an e-mail service provider (abstract). 

Regarding claim 12, Shaw teaches the system as set forth in Claim 3, wherein the 
advertisement distribution facility is operated by a producer of the software (col. 7, lines 3-15). 

Regarding claim 13, Shaw teaches the system as set forth in Claim 3, wherein the 
advertisement distribution facility is operated by a vendor of the software (col. 7, lines 3-15). 
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Regarding claim 14, Shaw teaches the system as set forth in Claim 12, wherein the 
software is e-mail software (abstract). 

Regarding claim 15, Shaw teaches the system as set forth in Claim 13, wherein the 
software is e-mail software (abstract). 

Regarding claim 16, Shaw teaches the system as set forth in Claim 1, wherein: the 
advertisement distribution facility transmits ad display parameters to each of the client devices, 
and each of the client devices displays at least selected ones of the downloaded advertisements in 
accordance with the ad display parameters (abstract). 

Regarding claim 17, Shaw teaches the system as set forth in Claim 16, wherein the ad 
display parameters specify, for each of at least prescribed ones of the at least selected ones of the 
downloaded advertisements, how many times that advertisement is to be displayed for a given 
time period, and how long that advertisement is to be displayed each time that it is displayed 
(col. 6, lines 41-59). 

Regarding claim 18, Shaw teaches the system as set forth in Claim 16, wherein the ad 
display parameters specify, for each of at least prescribed ones of the at least selected ones of the 
downloaded advertisements, how many times that advertisement is to be displayed for a given 
time period (col. 6, lines 41-59). 
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Regarding claim 19, Shaw teaches the system as set forth in Claim 16, wherein the ad 
display parameters specify, for each of at least prescribed ones of the at least selected ones of the 
downloaded advertisements, how long that advertisement is to be displayed each time that it is 
displayed (col. 6, lines 41-59). 

Regarding claim 20, although Shaw does not explicitly teach the system as set forth in 
Claim 16, wherein the ad display parameters specify, for each of at least prescribed ones of the at 
least selected ones of the downloaded advertisements, a start date/time before which the 
associated advertisement should not be displayed, and the end date/time after which the 
associated advertisement should not be displayed, he teaches the client determining which 
advertisements to display and at what time (col. 7, lines 51-54), therefore these features are 
inherent in the system. 

Regarding claim 21, although Shaw does not explicitly teach the system as set forth in 
Claim 17, wherein the ad display parameters specify, for each of the at least prescribed ones of 
the at least selected ones of the downloaded advertisements, a start date/time before which the 
associated advertisement should not be displayed, and the end date/time after which the 
associated advertisement should not be displayed, he teaches the client determining which 
advertisements to display and at what time (col. 7, lines 51-54), therefore these features are 
inherent in the system.. 
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Regarding claim 22, Shaw teaches the system as set forth in Claim 16, wherein the ad 
display parameters specify, for each of at least prescribed ones of the at least selected ones of the 
downloaded advertisements, the total/cumulative amount of time that advertisement is to be 
displayed (col. 6, lines 21-25). 

Regarding claim 23, Shaw teaches the system as set forth in Claim 17, wherein the ad 
display parameters specify, for each of the at least prescribed ones of the at least selected ones of 
the downloaded advertisements, the total/cumulative amount of time that advertisement is to be 
displayed (col. 6, lines 21-25). 

Regarding claim 24, Shaw teaches the system as set forth in Claim 21, wherein the ad 
display parameters specify, for each of the at least prescribed ones of the at least selected ones of 
the downloaded advertisements, the total/cumulative amount of time that advertisement is to be 
displayed (col. 6, lines 21-25). 

Regarding claim 25, Shaw teaches the system as set forth in Claim 16, wherein the ad 
display parameters include any one or more of the following parameters for each advertisement 
to be displayed: a maximum face time that the associated advertisement is to be displayed each 
time that it is displayed; and a maximum cumulative face time that the associated advertisement 
is to be displayed, wherein the face time comprises a time period during which a prescribed 
minimum level of user activity occurs (col. 7, lines 3-16). 
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Regarding claim 26, Shaw teaches the system as set forth in Claim 25 , wherein the user 
activity comprises any user action that is indicative of user interaction with the client device on 
which the advertisements are to be displayed (col. 7, lines 3-16). 

Regarding claim 27, Shaw teaches the system as set forth in Claim 26, wherein the user 
activity comprises any user action that is indicative of the user viewing a display screen 
associated with the client device on which the advertisements are to be displayed (col. 7, lines 3- 



Regarding claim 28, Shaw teaches the system as set forth in Claim 26, wherein the user 
activity comprises any of the following user actions: movement of a pointer device associated 
with the client device on which the advertisements are to be displayed, and use of an input device 
associated with the client device on which the advertisements are to be displayed (col. 14, 43- 



Regarding claim 29, Shaw teaches the system as set forth in 26, wherein the user activity 
comprises any of the following user actions: movement of a mouse associated with the client 
device on which the advertisements are to be displayed; clicking of a mouse button associated 
with the mouse; and movement of one or more keys of a keyboard associated with the client 
device on which the advertisements are to be displayed (col. 14, 43-58). 



16). 



58). 
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Regarding claim 30, Shaw teaches the system as set forth in Claim 1, wherein the 
advertisement distribution facility includes:, at least one ad server, each of which stores at least 
one of the advertisements to be downloaded, at least one playlist server that generates at least 
one playlist, and each playlist identifies a plurality of advertisements to be downloaded by at 
least one of the client devices (col. 22, lines 42-57). 

Regarding claim 31, Shaw teaches the system as set forth in Claim 30, wherein each 
playlist contains a list of the advertisements to be downloaded by at least one of the client 
devices, and a source address identifying a site from which each listed advertisement can be 
fetched (col. 7, lines 24-31). 

Regarding claim 32, Shaw teaches the system as set forth in Claim 30, wherein each 
playlist contains a list of the advertisements to be downloaded by at least one of the client 
devices, and the address of the ad server where each listed advertisement is stored (col. 7, lines 
24-31). 

Regarding claim 33, Shaw teaches the system as set forth in Claim 30, wherein the 
advertisement distribution facility is controlled by a vendor of the software (col. 7, lines 3-15). 

Regarding claim 34, Shaw teaches the system as set forth in Claim 30, wherein the at 
least one ad server comprises a plurality of ad servers that each store at least one of the 
advertisements to be downloaded by at least one of the client devices (figure 1). 
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Regarding claim 35, the system as set forth in Claim 30, wherein: the at least one playlist 
server is controlled by a vendor of the software (col. 7, lines 3-15); and the at least one ad server 
comprises a plurality of ad servers that each store one or more advertisements to be distributed to 
clients of the vendor of the software (figures 1 and 6); and at least one of the plurality of ad 
servers is controlled by the vendor of the software (col. 7, lines 3-15). 

Regarding claim 36, Shaw teaches the system as set forth in Claim 30, wherein: the at 
least one playlist server is controlled by a vendor of the software (col. 7, lines 3-15); and the at 
least one ad server comprises a plurality of ad servers that each store one or more advertisements 
to be distributed to clients of the vendor of the software (figures 1 and 6); and at least one of the 
plurality of ad servers is controlled by an entity other than the vendor of the software that has 
granted the vendor of the software and its clients access to its ad servers (col. 7, lines 3-15). 

Regarding claim 37, Shaw teaches the system as set forth in Claim 1, wherein the 
advertisement distribution facility includes: at least one ad server which stores the 
advertisements to be downloaded by the client devices, each advertisement being stored in a 
storage location designated by a source address, at least one playlist server that generates at least 
one playlist, and transmits one or more of the generated playlists to each client device (figures 1 
and 6); and each playlist identifies a plurality of advertisements to be downloaded by at least one 
of the client devices (col. 7, lines 3-15). 



Application/Control Number: 09/728,1 10 Page 12 

Art Unit: 2143 

Regarding claim 38, Shaw teaches the system as set forth in Claim 37, wherein the at 
least one ad server comprises a plurality of ad servers that each store at least one of the 
advertisements to be downloaded by at least one of the client devices (figures 1 and 6). 

Regarding claim 39, Shaw teaches the system as set forth in Claim 37, wherein: the at 
least one playlist server is controlled by a vendor of the software (col. 7, lines 3-15); and the at 
least one ad server comprises a plurality of ad servers that each store one or more advertisements 
to be distributed to clients of the vendor of the software, and at least one of the plurality of ad 
servers is controlled by the vendor of the software (figures 1 and 6). 

Regarding claim 40, Shaw teaches the system as set forth in Claim 37, wherein: the at 
least one playlist server is controlled by a vendor of the software, and the at least one ad server 
comprises a plurality of ad servers that each store one or more advertisements to be distributed to 
clients of the vendor of the software (figures 1 and 6); and at least One of the plurality of ad 
servers is controlled by an entity other than the vendor of the software that has granted the 
vendor of the software and its clients access to its ad servers (figures 1 and 6). 

Regarding claim 41, Shaw teaches the system as set forth in Claim 37, wherein each 
playlist contains a list of ad identifiers that identify respective ones of the advertisements to be 
downloaded, and a list of corresponding source addresses that identify the corresponding storage 
location from which each respective advertisement can be fetched (col. 7, lines 46-51). 
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Regarding claim 42, Shaw teaches the system as set forth in Claim 37, wherein the at 
least one playlist server includes a playlist processing function that receives an identification of a 
current playlists from each of the client devices, and in response thereto, transmits to each 
respective one of the client devices an indication that its current playlists is valid and does not 
need to be augmented, or a new playlists (col. 7, lines 23-51). 

Regarding claim 43, Shaw teaches the system as set forth in Claim 41, wherein the at 
least one playlist server includes a playlist processing function that receives an identification of a 
current playlists from each of the client devices, and in response thereto, transmits to each 
respective one of the client devices an indication that its current playlists is valid and does not 
need to be augmented, or a new playlists (col. 7, lines 23-51). 

Regarding claim 44, Shaw teaches the system as set forth in Claim 43, wherein each of 
the client devices compares the ad identifiers listed in its current playlists with the ad identifiers 
listed in its new playlists, generates a list of source addresses for the advertisements 
corresponding to the ad identifiers in its new playlists that are different from the ad identifiers 
contained in its current playlists, and then fetches the advertisements corresponding to the 
generated list of source addresses from the appropriate storage locations, over one or more 
advertisement download sessions (col. 22, lines 42-57). 

Regarding claim 45, Shaw teaches the system as set forth in Claim 37, wherein the at 
least one playlist server includes a playlist processing function that, at prescribed playlist check 
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intervals, receives an identification of a current playlists from each of the client devices, and in 
response thereto, transmits to each respective one of the client devices an indication that its 
current playlists is valid and does not need to be augmented, or a new playlist (col. 7, lines 23- 



Regarding claim 46, Shaw teaches the system as set forth in Claim 41, wherein the at 
least one playlist server includes a playlist processing function that, at prescribed playlist check 
intervals, receives an identification of a current playlists from each of the client devices, and in 
response thereto, transmits to each respective one of the client devices an indication that its 
current playlists is valid and does not need to be augmented, or a new playlist (col. 7, lines 23- 



Regarding claim 47, Shaw teaches the system as set forth in Claim 46, wherein each of 
the client devices compares the ad identifiers listed in its current playlists with the ad identifiers 
listed in its new playlists, generates a list of source addresses for the advertisements 
corresponding to the ad identifiers in its new playlists that are different from the ad identifiers 
contained in its current playlists, and then fetches the advertisements corresponding to the 
generated list of source addresses from the appropriate storage locations, over one or more 
advertisement download sessions (col. 7, lines 23-51). 



51). 



51). 
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Regarding claim 48, Shaw teaches the system as set forth in Claim 44, wherein each 
advertisement download session is limited to a prescribed maximum time duration (col. 7, line3- 



Regarding claim 49, Shaw teaches the system as set forth in Claim 47, wherein each 
advertisement download session is limited to a prescribed maximum time duration (col. 7, lines 



Regarding claim 50, Shaw teaches the system as set forth in Claim 1, wherein the 
advertisements comprise advertisement files each of which includes an image (figure 8). 

Regarding claim 51, Shaw teaches the system as set forth in Claim 50, wherein each 
image comprises one of a GIF image, a PNG image, and a JPEG image (figure 8). 

Regarding claim 52, Shaw teaches the system as set forth in Claim 37, wherein: each 
playlist contains ad display parameters, and each of the client devices displays at least selected 
ones of the downloaded advertisements in accordance with the ad display parameters (col. 22, 
lines 42-54). 



5). 



3-5). 



Regarding claim 53, Shaw teaches the system as set forth in Claim 52, wherein the ad 
display parameters specify, at least prescribed ones of the at least selected ones of the 
downloaded for each of advertisements, how many times that advertisement is to be displayed 
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for a given time period, and how long that advertisement is to be displayed each time that it is 
displayed (col. 7, lines 3-15). 

Regarding claim 54, Shaw teaches the system as set forth in Claim 52, wherein the ad 
display parameters specify, for each of at least prescribed ones of the at least selected ones of the 
downloaded advertisements, how long that advertisement is to be displayed each time that it is 
displayed (col. 7, lines 3-15). 

Regarding claim 55, Shaw teaches the system as set forth in Claim 52, wherein the ad 
display parameters specify, for each of at least prescribed ones of the at least selected ones of the 
downloaded advertisements, a start date/time before which the associated advertisement should 
not be displayed, and the end date/time after which the associated advertisement should not be 
displayed (col. 7, lines 3-15). 

Regarding claim 56, Shaw teaches the system as set forth in Claim 53, wherein the ad 
display parameters specify, for each of the at least prescribed ones of the at least selected ones of 
the downloaded advertisements, a start date/time before which the associated advertisement 
should not be displayed, and the end date/time after which the associated advertisement should 
not be displayed (col. 7, lines 3-15). 

Regarding claim 57, Shaw teaches the system as set forth in Claim 52, wherein the ad 
display parameters specify, for each of at least prescribed ones of the at least selected ones of the 
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downloaded advertisements, how many times that advertisement is to be displayed for a given 
time period (col. 7, lines 3-15). 

Regarding claim 58, Shaw teaches the system as set forth in Claim 52, wherein the ad 
display parameters specify, for each of at least prescribed ones of the at least selected ones of the 
downloaded advertisements, the total/cumulative amount of time that advertisement is to be 
displayed (col. 7, lines 3-15). 

Regarding claim 59, Shaw teaches the system as set forth in Claim 53, wherein the ad 
display parameters specify, for each of the at least prescribed ones of the at least selected ones of 
the downloaded advertisements, the total/cumulative amount of time that advertisement is to be 
displayed (col. 7, lines 3-15). 

Regarding claim 60, Shaw teaches the system as set forth in Claim 57, wherein the ad 
display parameters specify, for each of the at least prescribed ones of the at least selected ones of 
the downloaded advertisements, the total/cumulative amount of time that advertisement is to be 
displayed (col. 7, lines 3-15). 

Regarding claim 61, Shaw teaches the system as set forth in Claim 37, wherein the at 
least one playlist server receives from each of the client devices a respective cookie containing 
information relating to user/client device behavior and/or user demographics specific to that 
particular client device (col. 5, lines 5-13). 
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Regarding claim 62, Shaw teaches the system as set forth in Claim 61, wherein the at 
least one playlist server selects the one or more playlists to be transmitted to each client device 
based at least partially on the respective cookie received from that client device (col. 5, lines 13- 
18). 

Regarding claim 63, Shaw teaches the system as set forth in Claim 37, wherein the at 
least one playlist server selects the one or more playlists to be transmitted to each client device 
based at least partially on monitored behavior of that client device (col. 19, lines 4-22). 

Regarding claim 64, Shaw teaches the system as set forth in Claim 37, wherein the at 
least one playlist server selects the one or more playlists to be transmitted to each client device 
based at least partially on user demographics (col. 5, lines 5-13). 

Regarding claim 65, Shaw teaches the system as set forth in Claim 37, wherein the one or 
more playlists transmitted to each client device is customized to that client device (abstract; col. 
5, lines 18-24). 

Regarding claim 66, Shaw teaches the system as set forth in Claim 37, wherein the one or 
more playlists transmitted to each client device is tailored to that client device (abstract; col. 5, 
lines 18-24). 
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Regarding claim 67, Shaw teaches the system as set forth in Claim 37, wherein the at 
least one playlist server selects the one or more playlists to be transmitted to each client device 
based at least partially on client information uploaded to the advertisement distribution facility 
by each client device (col. 5, lines 5-13). 

Regarding claim 68, Shaw teaches the system as set forth in Claim 37, wherein the at 
least one playlist server selects the one or more playlists to be transmitted to each client device 
based at least partially on client information uploaded to the advertisement distribution facility 
by each client device at prescribed update intervals (col. 5, lines 5-13, lines 32-37). 

Regarding claim 69, Shaw teaches the system as set forth in Claim 45, wherein the at 
least one playlist server selects the one or more playlists to be transmitted to each client device 
based at least partially on client information uploaded to the advertisement distribution facility 
by each client device at prescribed update intervals (col. 5, lines 5-13, lines 32-37). 

Regarding claim 70, Shaw teaches the system as set forth in Claim 46, wherein the at 
least one playlist server selects the one or more playlists to be transmitted to each client device 
based at least partially on client information uploaded to the advertisement distribution facility 
by each client device at prescribed update intervals (col. 5, lines 5-13, lines 32-37). 



Application/Control Number: 09/728,1 10 Page 20 

Art Unit: 2143 

Regarding claim 71, Shaw teaches the system as set forth in Claim 69, wherein the 
prescribed update intervals comprise the prescribed playlist check intervals (col. 5, lines 5-13, 
lines 32-37). 

Regarding claim 72, Shaw teaches the system as set forth in Claim 70, wherein the 
prescribed update intervals comprise the prescribed playlist check intervals (col. 5, lines 5-13, 
lines 32-37). 

Regarding claim 73, Shaw teaches the system as set forth in Claim 37, wherein the at 
least one playlist server transmits one or more of the generated playlists to each client device in 
response to a playlist request that it receives from that client device (abstract). 

Regarding claim 74, Shaw teaches the system as set forth in Claim 45, wherein the at 
least one playlist server transmits one or more of the generated playlists to each client device in 
response to a playlist request that it receives from that client device (abstract). 

Regarding claim 75, Shaw teaches the system as set forth in Claim 46, wherein the at 
least one playlist server transmits one or more of the generated playlists to each client device in 
response to a playlist request that it receives from that client device (abstract). 
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Regarding claim 76, Shaw teaches the system as set forth in Claim 74, wherein each 
client device generates a respective playlist request at the prescribed playlist check intervals (col. 
5, lines 5-13, lines 32-37). 

Regarding claim 77, Shaw teaches the system as set forth in Claim 75, wherein each 
client device generates a respective playlist request at the prescribed playlist check intervals (col. 
5, lines 5-13, lines 32-37). 

Regarding claim 78, Shaw teaches the system as set forth in Claim 37, wherein the at 
least one playlist server transmits one or more of the generated playlists to each client device in 
response to a playlist request that it receives from that client device, at prescribed playlist check 
intervals (col. 5, lines 5-13, lines 32-37). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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